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REMARK 

Claims 1-20 are pending in the present application. In the Office Action mailed 
September 17, 2O03, the Examiner rejected claims 1, 2, 4, 7, 11, 13, 14, and 16-19 under 35 
U.S.C. § 1 03(a) as being unpatentable oyer Shimogama (USP 5,412,175). The Examiner next 
rejected claim 6 and 12 under 35 U.S.C. § 103(a) as being unpatentable over Shimogama and 
further in view of Orsos et al (USP 4,952,773). Applicant appreciates the indication that claims 
3, S, 8-10, 1 5, and 20 are allowable if written in independent form. 

The burden of establishing a prima facie case of obviousness falls on the Examiner. 
MPBP §21 42. Obviousness cannot be established by combining the teachings of the prior art 
to produce the claimed invention absent some teaching or suggestion supporting the 
combination. ACS Hospital Systems, Inc. v. Montejiore Hospital, 732 F.2d 1572, 1577, 221 
U.S.P.Q. 929, 933 (Fed. Cir. 1984). Accordingly, to establish a prima facie case, the 
Examiner must not only show that the combination includes each and every element of the 
claimed invention, but also provide "a convincing line of reasoning as to why the artisan 
would have found the claimed invention to have been obvious in light of the teachings of the 
references. 1 * Ex parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). That is, 
^[ojbviousness can only be established by combining or modifying the teachings of the prior 
art to produce the claimed invention where there is some teaching, suggestion, or motivation 
to do so found cither explicitly or implicitly in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art." MPEP §2143.01. "The fact that 
references can he combined or modified is not sufficient to establish prima facie 
obviousness." Id. When prior art references require a selected combination to render obvious 
a subsequent invention, there must be some reason for the combination other than the 
hindsig ht, g ained from the invention itself * i.e., something in the prior art as a whole must 
suggest the desirability, and thus the obviousness, of making the combination. Uniroyal Inc. 
v. Rudkvx-Wiley Corp., 837 F.2d 1044, 5 U.S.P.Q.2d 1434 (Fed. Cir. 1988). 

Regarding claims 1, 2, 4, 7, 1 1-14, and 16-19^ the Examiner refected the claims under 
§ 103(a) as being unpatentable over a single reference - - Shimogama. Rather than address each 
claim and the elements therein independently, the Examiner rejected the aforementioned claims 
as a whole. In doing so, the Hxarniner did not cite any specific section of Shimogama to which 
the Examiner believed teaches the specific elements of the claims, The Examiner is reminded 
that to establish a prima facie case of obviousness, the Examiner must affirmatively show that the 
reference teaches or suggests each and every element of the claims and provide a convtencing 
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line of reasoning as to why one of ordinary skill in the art would have found the claimed 
invention obvious in light of the teachings and suggestions of the art of record. As such, 
Applicant believes the Examiner lias not met the burden for establishing the prima facie case of 
obviousness and, therefore, the rejection cannot be sustained. 

' Nevertheless, in rejecting the above-mentioned claims, the Examiner admitted that "the 
claims differ from Shirnogama in calling tor control of a nower supp ly, in respo nse to the sensed 
fault condition ." (Emphasis added) Therefore, the Examiner acknowledged that Shirnogama 
fails to teach or suggest "control of a power supply in response to the sensed fault condition." 
However, ihe Examiner concluded that "although Shirnogama does not explicitly mention power 
supply control, it is considered obvious that the disclosed 'welding system stop' in Shirnogama 
includes a shutdown of the power supply, since the power supply is clearly a crucial component 
of the welding system of Shirnogama." However, as mentioned, to establish & prima facie case of 
obviousness the Examiner must not only show that the reference teaches or suggests each and 
every element of the claims, the Examiner must also provide clear and convincing reasoning as to 
why one of ordinary skill in the art would have found the claimed elements obvious. Simply 
concluding such without evidence or support is improper. 

These shortcomings of the rejection notwithstanding, the claimed invention is simply not 
obvious in light of the references applied. That is, while the claimed invention is directed to a 
system and method to control output power, Shirnogama is directed to an apparatus for "detecting 
and releasing the weld of a work with a welding wire." Col. 1, Ins. 7-9. However, claim 1, in 
part, calls for a controller to be configured to automatically redu ce,..an .output of the spurce_of 
power upon receipt of the fault signal. On the other hand; Shirnogama teaches a controller 
configured to adjust wire feed in response to detection of a fault condition. Specifically, 
Shirnogama teaches that a "motor governor circuit detect s an induced voltage of the wire feeding 
motor." Col. 3, Ins. 56-57. If a condition indicative of a fault is detected, the wire feeding motor 
is slowed to reduce the amount of wire fed to the point of weld. Col. 4, Ins. 2-8. Upon detection 
of a sufficient condition, the wire feeder motor is actually caused to lift the wire by retracting 
from the point of weld. Col. 4, Ins. 2-34. As such, by reducing the speed of the wire or retracting 
die wire from the point of weld, Shirnogama attempts to reduce the probability of conditions 
where the work is welded or pseudo-weld ed to the welding wire upon completion of a welding 
process. See Col. 1, In. 50 through Col. 2, In. 16. 

While the claimed invention and Shirnogama both attempt to avoid a fused electrode, the 
claimed invention achieves such by a different system and method than the system and method 
taught by Shirnogama. 'The present invention is directed to a method and apparatus to control 
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the output of a welding power source having a fused electrode." Brief Description of the 
Invention, p. 4, ^ 3 . On the other hand, Shimogama teaches a system whereby upon detection of 
an induced voltage indicative of a weld or pscudo weld between the wire and the workpiecc, the 
wire feed motor slows and/or retracts the wire being feed to the weld . Col. 3, In. 38 through Col. 
4, In. 34. Nowhere does Srmnogama teach or suggest controlling the output of a welding power 
source to avoid a fuse electrode. Furthermore, one of ordinary skill in the art will readily 
recognize that a system that controls wire feeding is not the same as a system that controls the 
output of the power source. 

Contrary to the Examiner's conclusion, Shimogama does not teach or suggest a controller 
"configured to, receive a fault signal indicative of a fused electrode condition and automatically 
reduce an output of the -power source upon receipt of the fault condition." It appears the 
Examiner has based the rejection upon the fact that the claimed invention and Shimogama teach 
systems and methods to reduce the effects of welds or pseudo welds between the electrode and 
workpicce. It appears that the Examiner concluded that because a similar problem was addressed, 
the inventions are equivalent, regardless of the fact that the actual solutions are entirely different. 
That is, Shimogama teaches control of wire feed while the claimed invention is directed control 
of an output of a welding power source . The Examiner recognized this distinction and 
acknowledged that "the claims differ from Shimogama in calling for control of a power source 
supply in response to set fault condition" rather than controlling the wire feeds speed. Applicant 
believes this distinction is clearly novel as evidenced by the Examiner's failure to cite a reference 
teaching such. Accordingly, claim I is patentably distinct from the art of record. As such, claims 
2, 4, and 6 are in condition for allowance pursuant to the chain of dependency. 

Regarding claim 7, the claim, in part, calls for a control circuit that is "configured to 
reduce the output of the welding power source upon receipt of a fused electrode condition signal." 
Therefore, claim 7 is also distinguishable over Shimogama because, as shown above, Shimogama 
fails to teach or suggest any control circuit configured to control the output of the welding power 
source upon receipt of a fused electrode condition. Additionally, claim 7 adds that the welding 
power source is controlled to reduce the output. Therefore, claim 7 is further distinguishable over 
Shimogama because not only does Shimogama fail to teach or suggest controlling the output of 
the welding power source in response to a fused electrode condition, Shimogama fails to leach or 
suggest that such control is to reduce the output of the welding power source. Accordingly, claim 
7 is patentably distinct from the art of record. Therefore, claims 1 1 and 12 are in condition for 
allowance pursuant to the chain of dependency. 
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Regarding claim 13, the claim calls for a computer readable storage medium having a 
computer program that, upon a stuck electrode signal, causes a processor to control an output of a 
welding power source to reduce a power output to a prescribed level until an input indicating an 
electrode unstuck condition is received. Therefore* claim 13 is also distinguishable over 
Shimogama because, as shown above, Shimogama fails to teach or suggest any control of the 
output of the welding power source upon receipt of a stuck electrode signal or that the output is 
controlled to be reduced. Furthermore, claim 13 adds that the output is reduced until an input 
indicating an electrode unstuck condition is received . Shimogama simply does not teach or 
suggest such and the Examiner has failed to even address this element of the claim. Therefore, 
the Examiner has failed to establish a prima facie case of obviousness. Accordingly, claim 13 is 
patentably distinct from the art of record. As such, claims 14, 16, and 17 are all in condition for 
allowance pursuant to the chain of dependency. 

Regarding., claim 18, Applicant incorporates herein the above arguments with respect to 
claims 1, 7, and 13. As such, Applicant believes claim 18 is allowable. Therefore, claim 19 is in 
condition for allowance pursuant to the chain of dependency. 

Therefore, in light of the foregoing, Applicant respectfully believes that the present 
application is in condition for allowance. As a result. Applicant respectfully requests timely 
issuance of a Notice of Allowance for claims 1-20. 

Applicant appreciates the Examiner's consideration of these Remarks and cordially 
invites the Examiner lo call the undersigned, should the Examiner consider any matters 
unresolved. 

* Respectfmlv^bmitted, 

Tmiou^^^etk^^ki 
RcgistnrtioTi No. 38,368 
Direct Dial 262-376-5139 
tj^pspatents.com 

Dated: December 1 7, 2003 
Attorney Docket No.: 1TW75 10.036 

P.O. ADDRESS: 

Ziolkowski Patent Solutions Group, LLC 
141 35 North Cedarburg Road 
Mequon,WI 53097-1416 
262-376-5170 
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